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Court of Appeals of the District of Columbia 


No. 4722. 

U. S. ex liel. ^IisnAWAKA Rubber and Woolen Manufac¬ 
turing Company, Appellant, 


vs. 

Thomas E. Robertson, Commissioner of Patents. 


a Supreme Court of the District of Columbia. 

At Law. 

No. 73912. 

United States ex Relatione Mishawaka Rubber and 
W ooLEN Manufacturing Company, Petitioner, 


vs. 

I* 

Thomas E. Robertson, Commissioner of Patents, 

Respondent. 

United States of Amfrica, 

District of Columbia, ss: 

Be it remembered. That in the Supreme Court of the Dis¬ 
trict of Columbia, at the City of Washington, in said Dis¬ 
trict, at the times hereinafter mentioned, the following 
papers were filed and proceedings had, in the above-entitled 
cause, to wit: 
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1 Petition for Mandamus. 

Filed September 6, 1927. 

In the Supreme Court of the District of Columbia. 

At Law. 

73912. 

United States ex Relatione Mishawaka Rubber and 
Woolen Manufacturing Company, Petitioner, 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Respondent. 

Your Petitioner, Mishawaka Rubber and Woolen Manu¬ 
facturing Compaii}’, respectfully represents: 

(I) That your Petitioner is a Corporation duly organized 
and existing under the laws of the State of Indiana, and 
has its principal office and place of business at Mishawaka, 
in the County of Saint Joseph and State of Indiana, and 
brings this Action in its own right. 

(II) That the Respondent, Thomas E. Robertson, is the 
Commissioner of Patents, and resides at Washington, in 
the District of Columbia. 

(III) That, as your petitioner is advised and believes, 
prior to the 22nd day of December, 1924, George W. Blair, 
a citizen of the United States and a resident of Mishawaka, 
in the County of Saint Joseph and State of Indiana, was 
the true, original and first inventor or discoverer of cer¬ 
tain new and useful improv’ements in Quick Operating Fas¬ 
tener, not known or used by others in this country before 
his invention or discovery thereof, nor patented or de¬ 
scribed in any printed publication in this or any foreign 

country before his invention or discovery thereof, or 

2 more than two years prior to the hereinafter men¬ 
tioned application for Letters Patent of the United 

States therefor, and not in public use or on sale in the 
United States for more than two years prior to said appli¬ 
cation ; and for which invention or discovery no application 
for Letters Patent in any foreign country has been filed by 
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said Blair or his assigns or legal representatives more than 
twelve months prior to the filing of the application for a 
patent for his said invention in this country. 

(IV) That on the 22nd day of December, 1924, said 
George \V. Blair duly filed in the United States Patent 
Office an application for Letters Patent of the United States 
for said invention or discovery; that said application was 
in writing and addressed to the Commissioner of Patents, 
in due form, as required by the Statutes of the United 
States and by the Rules of Practice in the United States 
Patent Office, in such case made and provided; that with 
such application was filed a written description of said in¬ 
vention and of the manner of making, constructing and 
using the same in such full, clear, concise and exact terms 
as to enable any person skilled in the art to which said in¬ 
vention appertains or with which it is most closely con¬ 
nected, to make, construct and use the same; that said appli¬ 
cation particularly pointed out and distinctly claimed the 
parts, improvements and combinations which were claimed 
to be the invention of the said George W. Blair; that the 
specification and claims of said application were duly signed 
by George W. Blair; that there was furnished with said 
apidication drawings of said invention signed by the At¬ 
torneys of said George W. Blair; that the said George W. 
Blair made oath before a proper officer, according to law, 
that he verily believed that he was the original, first 
3 and sole inventor of the improvement described and 
claimed in the specification forming part of the said 
application, that he did not know and did not believe that 
the same was ever known or used before the invention or 
discovery thereof by the said George W. Blair, or patented 
or described in any printed publication in any country be¬ 
fore his invention or discovery thereof, or more than two 
years prior to the aforesaid application for Letters Patent, 
or in public use or on sale in the United States for more 
than two years prior to said application, and, further, that 
said invention had not been patented in any country for¬ 
eign to the United States on an application filed by the said 
George W. Blair, or his legal representatives or assigns 
more than twelve months prior to said application, and 
that no application for patent on said improvement had 
been filed by said George W. Blair or his representatives or 
assigns in any country foreign to the United States; that 
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the said George AV. Blair did at the time of the filing of 
said application pay the Commissioner of Patents the sum 
of Twenty Dollars ($20.00), the fee required by law, and 
did in all other respects fully comply with the Statutes 
of the United States and the Rules of Practice in the United 
States Patent Office in such case made and provided; that 
such application was duly accepted by the Commissioner of 
Patents as a valid and complete application under the law; 
and that said application became known and designated as 
Ai)plication Serial No. 757,321, and is now a valid and sub¬ 
sisting ai>plication. 

(V) That on the 18th day of December, 1924, the said 
George W. Blair, by an instrument in writing and for a 

valuable consideration, did sell, assign and transfer 
4 to Mishawaka Rubber and Woolen Manufacturing 

Company, your Petitioner, its successors and as¬ 
signs, the entire right, ti-le and interest in and to said in¬ 
vention and application, and in and to any Letters Patent 
that might be granted for said invention, and, in said as¬ 
signment, did request the Commissioner of Patents to issue 
any patent that might be granted upon said application to 
your petitioner, its successors and assigns; and that your 
petitioner has since the date of said assignment continued 
to be and now is the owner of said invention and applica¬ 
tion and all rights thereunder, and is entitled to have issued 
to it any patent that may be granted for said invention upon 
said application. 

(VI) That on the 18th day of December, 1924, the said 
George W. Blair duly appointed Fisher, Towle, Clapp and 
Soans, a firm consisting of George P. Fisher, Harry L. 
Clapp and Cyril A. Soans, Monadnock Block, Cliicago, Illi¬ 
nois, his attorneys in Fact, with full power of substitution 
and revocation, to prosecute said application Serial No. 
757,321, to make alterations and amendments therein, to 
sign the drawings, to receive the patent when issued, and 
to transact all business in the Patent Office in connection 
with said application, and requested that all communica¬ 
tions be addressed to Fisher, Towle, Clapp and Soans, Mo¬ 
nadnock Block, Chicago, Illinois. 

(VII) That on the 23rd day of Alarch, 1925, Fisher, 
Towle, Clapp and Soans, substituted Eugene M. Giles^ 840 
Monadnock Block, Chicago, Illinois, and whose present ad- 
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dress is Marquette Building’, Chicago, Illinois, in their stead 
as the Attorney of Record for Blair. 

(VIll) That on the first day of Xovemher, 1926, 

5 the Respondent, Thomas B. Robertson, Commis¬ 
sioner of Patents, declared interference No. 54,548 

involving the Patent Application of Ceorge W. Blair, Serial 
No. 757,321, with the co-pending Applications of Arthur 
H. Trotter, Serial No. 56,448, filed September 15, 1925; 
Gideon Sundback, Serial No. 733,488, filed August 22, 1924; 
and George E. Prentice, Serial No. 709,603, filed April 28, 
1924. 

(IX) That in accordance with Rule 110 of the Rules of 
Practice of the United Slates Patent Office each of the par¬ 
ties to the Interference filed a Preliminarv Statement. 

A copy of the Preliminary Statement of each of the par¬ 
ties to the Interference is hereunto annexed and marked, 
respectively, “Exhibit A,” “Exhibit B,” “Exhibit C’’ and 
“Exhibit D.’’ 

(X) That on the 28th day of January, 1927, Eugene i\I. 
Giles appointed as his Associate Attorneys Shepard and 
Shepard, a Firm composed of 11. S. Shepard and E. W. 
Shepard, Washington, 13. C. 

(XI) That on the 31st day of January, 1927, the Re¬ 
spondent, Thomas E. Robertson, Commissioner of Patents, 
acting under the provisions of Rule 114 of the Rules of 
Practice of the United States Patent Office, issued against 
the party Trotter an Order to Show Cause why judgment 
on the record should not be rendered against him because 
of the fact that Trotter’s date of conception as alleged in 
his Preliminary Statement, December 1, 1924, was subse¬ 
quent to the tiling date, April 28,1924, of the patry Prentice. 

A copy of the said Order to Show Cause of January 31st, 
1927, is hereunto annexed and marked “Exhibit E.” 

(XII) That on the 2nd day of March, 1927, Eugene M. 
Giles, on behalf of Blair, tiled a ^lotion for Judg- 

6 merit on the Record against the party Sundback on 
the following grounds; 

First, that Sundback’s Preliminary Statement does not 
overcome the tiling-date of the party Prentice: 

Second, that Sundback’s delay between his alleged date 
of conception, February 22, 1922 and his date of drawings 
and explanation to others June 17, 1924, is such as he may 
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not avail himself of any alleged date of conception prior 
to the time that he took any steps which evidenced his inter¬ 
est in his invention or intention to go ahead with the inven¬ 
tion or make any claims to it as by drawings, explanation 
to others or written description. 

A copy of the Blair Motion for Judgment is hereunto 
annexed and marked “Exhibit F.“ 

(XIII) That on June 6, 1927, the Respondent, Thomas 
E. Robertson issued judgment against the party Trotter, 
because of his failure to answer the Order to Show Cause, 
and set a Limit of Appeal June 27, 1927, to the Board of 
Appeals of the United States Patent Office. 

A copy of said Judgment of June 6, 1927, is hereunto 
annexed and marked “Exhibit G.“ 

(XIV) That the party Trotter has not filed an Appeal 
to the Board of Appeals of the United States Patent Office, 
and therefore the Judgment against him has become final, 
without any further action on the part of the United States 
Patent Office. 

(XV) That Arthur II. Trotter is not now a party to In¬ 
terference Xo. 54,548, which Interference is now entitled 
Blair v. Sundback v. Prentice. 

(XVI) That on June 22, 1927, the Examiner of Interfer¬ 
ences denied Blair’s Motion for Judgment against Sund¬ 
back. 

A coj)y of the said Decision of the Examiner of Inter¬ 
ferences is hereunto annexed and marked “Plxliibit II.” 

(XVII) That on July 12, 1927, Blair filed a Petition In¬ 
voking the Supervisory Authority of the Commissioner of 
Patents and requesting a review and a reversal of 
7 the decision of the Examiner of Interferences denv- 
ing Blair’s ^lotion for Judgment on the Record 
against Sundback. 

A copy of said Petition of July 12, 1927, is hereunto an¬ 
nexed and marked “Exhibit I.” 

(XVIII) That on July 27, 1927, Acting Commissioner of 
Patents, William A. Kinnan, denied Blair’s Motion for a 
review and a reversal of the decision of the Examiner of 
Interferences denying Blair’s Motion for Judgment on the 
record against Sundback. 

A copy of the said decision of July 27, 1927, is hereunto 
annexed and marked “Exhibit J.” 
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(XIX) That Sundback did not oppose Blair’s Motion 
for Judgment, nor his Petition to the Commissioner of 
Patents. 

(XX) That the requirements for Preliminary State¬ 
ments are found in Rule 110 of the Rules of Practice of 
the United States Patent Office as follows: 

‘‘110. Each party to the interference will be required to 
tile a concise preliminary statement, under oath, on or be¬ 
fore a date to be fixed by the office, showing the following 
facts: 

(a) The date of original conception of the invention set 
forth in the declaration of interference. 

(/>) The date upon which the first drawing of the inven¬ 
tion and the date upon which the first written description 
of the invention were made. 

(c) The date upon which the invention was first dis¬ 
closed to others. 

(J) The date of the reduction to practice of the inven¬ 
tion. 

(e) A statement showing the extent of use of the inven¬ 
tion. 

« » * • * « •M 

(XXI) That Rule 114 of the Rules of Practice of the 
United States Patent Office sets forth the procedure, on 
the part of the Connnlssio'ner of Patents, where the alle¬ 
gations in the preliminary statement of a junior party are 

insufficient to overcome the prima facie case made 
8 by the filing date of the senior party, and reads in 
part as follows: 

“114. If the junior party to an interference, or if any 
party thereto other than the senior party, fail to file a 
statement, or if his statement fail to overcome the prima 
facie case made by the res])ective dates of application, such 
party shall be notified by the examiner of interferences that 
judgment upon the record will be rendered against him at 
the ex])iration of thirty days, unless cause be shown why 
such action should not be taken. * * • 

(XXII) That where the preliminary statement of a 
junior party, fails to overcome the filing-date of the senior 
party Rule 114 is mandatory because it sets forth 
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‘‘such party shall be notified by the examiner of interfer¬ 
ences that judgment upon the record will be rendered 
against him at the expiration of thirty days, unless cause 

be shown wbv such action should not be taken.” 

% 

(XXIII) That Blair’s ^lotion for Judgment against 
Sundback was for the purpose of calling the attention of 
the Examiner of Interferences to the mandatory clause of 
Rule Hi under which it is the administrative duty of the 
Examiner of Interferences to issue an Order to Show 
Cause against the party Sundback, who, in his preliminary 
statement, makes no allegation of anything whatsoever ex- 
cejit the bare conception of the idea prior to Prentice’s 
tiling date, but alleges first disclosure of his invention to 
others June 17, 1924, that he first made drawings June 17, 
1924, and that he made the first written description of his 
invention June 18, 1924, which dates are almost two months 
subsequent to the tiling-date April 28, 1924 of the Prentice 
application, and alleges further that he has not reduced 
the invention to practice except by tiling his application 
and that no fasteners have been built, sold or put into suc¬ 
cessful use. Sundback alleges conce])tion of his invention 
February 22, 1922, more than two years prior to the Pren¬ 
tice tiling-date, (and more than two years prior to any ap¬ 
parent activity or interest in the invention), but he 
9 must rely upon his explanation to others, the mak¬ 
ing of drawings and the making of a written descrip¬ 
tion to prove his date of conception, and as all three of 
these dates are subsequent to the filing-date of the senior 
party Prentice, Sundback’s preliminary statement does not 
overcome the prima fade case of the Prentice application. 

(XXIV) That the practice of the Patent Office in retain¬ 
ing a party in interference where his date of conception is 
the only date in his preliminary statement prior to the 
filing-date of the senior party is based on the Ruling of the 
Court of Appeals of the District of Columbia in Peters vs. 
Hopkins vs. Dement, 1910 C. D. 278, 34 App. D. C. 141. 
In the decided case Dement filed January 9, 1904. Peters, 
a junior party, alleged conception January 1, 1904, prior 
to the filing-date January 9, 1904 of Dement, and also 
alleged the making of drawings and a disclosure of the 
invention on dates subsequent to the filing-date of the senior 
party Dement, The preliminary statement of Peters did 
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not include an allegation of the date of a written descrip¬ 
tion. 

(XXV) That in its decision, the Court of Appeals held 
that conception might be established by a written descrip¬ 
tion sealed and deposited with another person for safe¬ 
keeping without disclosure of the contents, and that pro¬ 
duction of the sealed description with proof of the date 
of tlie receipt would be sufficient evidence of the existence 
of the conception on that date. So the party Peters could 
have availed himself of a written description, provided he 
had made one. In the instane case, however, a written 
description is not available to Snndback, because he has 
already alleged tlie making of a written description on a 
date snbse(|nent to tlie tiling-date of Prentice. 

10 (XXVI) That the Court also held 

“Other conditions more or less ])robable might be 
imagined.’’ 

Just what the Court had in mind by “Other conditions” is 
not set forth in the Decision, nor is it conceivable that there 
are any “Other conditions”, aside from disclosure to others, 
drawings and written description which could prove the 
alleged date of conception of the invention. 

(XXVII) That at the time of the Peters vs. Hopkins vs. 
Dement Interference the Pules of Practice of the Patent 
Office did not require, in a preliminary statement, any alle¬ 
gation as to a written descri])tion of the invention; that at 
the present time, and since the Revision of the Pules of 
Practice January 1, 1916, Pule 110 has and does require 
tlie date upon which the first written description of the in¬ 
vention was made. No doubt the change in Pule 110, in 
January, 1916, to include, in preliminary statements, an 
allegation as to the date of the first written description, was 
brought about by the Peters-Hopkins-Dement Decision, and 
was intended to give the ])arties to an Interference due no¬ 
tice of the things, as well as the dates, which a party pro¬ 
poses to establish in the proof of his case, so that the par¬ 
ties may not be taken by surprise by the introducfion of 
evidence outside of the preliminary statements in proof 
of a date of conception. 

(XXVIII) That in refusing to issue an Order against 
the party Snndback, the Commissioner of Patents is rely- 

2—4722a 
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ing on tlie ‘‘other conditions” porrion of the decision of the 
Court of Appeals, taking tlie position that Sundliack might 
be in possession of sometliing otlier than tliat alleged in 
his preliminary statement whereby lie may be able to ])rove 
his very early date of conception, inasmuch as a prelimi¬ 
nary statement is in llie nature of a pleading, and 

11 the Patent OHice, in Pnie 110, requires that this 
pleading must set forth— 

First, the date of original conception; 

Second, the dates upon which the first drawings and the 
first written description of the invention were made; 

Third, the date upon wliich the invention was first dis¬ 
closed to others; 

Fourth, the date of the reduction to practice; and 

Fifth, a statement showing the extent of use of the in¬ 
vention ;— 

it is respectfully submitted that the “Other Conditions” 
referred to in the decision of tlie Court of Appeals is not 
necessarily binding upon the Patent Office and should not 
be used as the basis of a Decision denying Blair’s ^lotion 
for Judgment against Sundback. Tn other words, subse¬ 
quent to the Peters-IIo])kins-Doment Decision of the Court 
of Appeals, and probably in view of that decision, the 
Patent Office amended Rule 110 to require the allegation, 
in a preliminary statement, of the date of the first written 
description of the invention. The Patent Office is certainly 
bound by its own Rules. Having made a Rule which ]>osi- 
tiv’ely states what must be included in a pleading, and 
inasmuch as a ])arty is bound by his ]>leading, the Patent 
Office is without authoritv to sav that the partv mav be 
able to prove his alleged date of conception by something 
not alleged in his pleading. This is certainly true notwith¬ 
standing the “Other conditions” portion of the Decision 
of the Court of Appeals. Ast the Court of Appeals did not 
specify what it had in mind by “Other conditions”-and 
inasmuch as the Patent Office has not put anything into 
Rule 110 which would com])rehend “Other conditions”, 
the Patent Office is certainly bound by the Rule, and it is 
mandatory upon the Commissioner of Patents to 

12 issue an Order to Show Cause against Sundback, be¬ 
cause Rule 114 absolutely requires the Examiner of 


T. E. ROBERTSON, COMMR. OF PATENTS. 


11 


Interferences to render Judgment upon the Record against 
a junior party whose statement fails to overcome the prima 
facie case of tlie senior party to the interference. This is 
exactly the condition in the instant case, because Sund- 
hack’s pleading shows prima facie that he cannot prove 
his date of conception hy anything alleged in his pleading, 
and he is hound hy the Rules and the Practice of the Patent 
Office in Interference matters hy his pleading. He can¬ 
not avail himself of anything outside of his ])leading 
whereby to ])rove his date of conception. Inasmuch as the 
(\)mmissioner of Patents followed the Court’s decision in 
amending Rule 110, only to the extent of including the date 
of the first written description of the invention, and did not 
follow the decision to the extent of including ‘‘Other con¬ 
ditions” in the requirements for Preliminary Statements, 
certainlv the Commissioner of Patents should stand bv his 
Rule as to what is required in a Preliminary Statement, 
and then stand by his Rule 114 which provides for the is¬ 
suance of an.Order to Show C?mse against a junior party 
whose Preliminary Statement fails to overcome the prima 
facie case of the senior party to the interference. In 
amending Rule 114 to include an allegation as to the date 
of the first written description, the Commissioner of Pat¬ 
ents ignored the “Other conditions” portion of the Court’s 
decision, and vet in the instant case the Commissioner of 
Patents is placing great weight upon this portion of the 
Court’s decision in denying Blair’s ]\Iotion for Judgment 
against Snndback. This inconsistent attitude of the Com¬ 
missioner of Patents should not be peraiitted to stand 
against the party Blair, and the Commissioner should be 
reiiuircd to act consistently with res]iect to the Court’s 
decision and with respect to Rule 114. 
lo (XXIX) That in the decision dated July 27, 1927, 
on Blair’s Motion for Judgment against Snndback, 
the Commissioner of Patents held— 

“The questions raised by this Petition rest largely within 
the discretion of the Examiner of Interferences and his ac¬ 
tion will not be reviewed except where abuse of that dis¬ 
cretion is shown.” 

Yoiir petitioner respectfully submits that it is not a matter 
of discretion with the Examiner of Interferences, under the 
Provisions of Rule 114, as to whether or not the prelimi- 
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nary statement of a junior i)arty overcomes the filing-date 
of a senior party. This is a matter of fact, and the Ex¬ 
aminer of interferences has no discretion with respect 
thereto. 

(XXX) That there has been an ahnse of discretion where 
Sundback’s preliminary statement shows on its face that 
Snndhack cannot prove his date of concei)tion because all 
of his dates, whereby he might i)rovc his date of conception, 
are siihseipient to the filing-date of the Senior Party 
Prentice. 

(XXXI) That there has been an ahnse of discretion, 
assuming that discretion is permissible, in the refusal of 
the Examiner of Interferences to follow the mandatory 
clause of Pule 114 which requires him to issue an Order 
to Show Cause against Snndhack why judgment on the 
record should not he rendered against him because of the 
failure of his preliminary statement to overcome the prima 
facie case of the senior ])arty Prentice. 

(XXXII) That neither the Examiner of Interferences 
nor the Commissioner of Patents has any discretion in the 
matter of issuing an Order to Show (^ause under the con¬ 
ditions of the instant case, and even if it he granted that 
some discretion might he exercised, there has l)een an abuse 
of discretion. 

14 (XXXIII) That the Commissioner of Patents 

further held with respect to the decision of the 
Examiner of interferences— 

“He further noted that the party Blair was asking, not for 
judgment in his favor, but for a judgment against the party 
Snndhack who is senior to Blair”. 


Blair is not seeking to enforce judgment in his own favor 
against a senior party, but is merely requesting the Patent 
Office to follow its own Kules just as it did eliminating the 
party Trotter from the instant Interference, which was 
done under the provision of Rule 114. This is something 
different from seeking to enforce a right which has accrued 
to the party Blair, because Blair is asking the Commis¬ 
sioner of Patents merely to follow his Rule 114. This is 
something which Blair or any other party to the Interfer¬ 
ence has a right to request. It matters not that Blair is 
junior of Sundback. If, on the prima facie showing of his 
Preliminary Statement, Sundback cannot overcome the fil- 
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ing-date of the senior party, it is the duty of the Fhitent 
Office to issue an Order to Show Cause against tlie party 
Sundhack, and it is perfectly proper for a part, junior to 
Sundhack, to call this matter to the attention of the Com¬ 
missioner of Patents with the expectation that the Commis¬ 
sioner of l^atents will do his administrati\x* duty as laid 
down in Rule 114. 

(XXXIV) That the Commissioner of Patents also held 
that Blair is not prejudiced by a failure to render judg¬ 
ment against Sundhack. This is not a matter for con¬ 
sideration by the Commissioner of Patents when Rule 114 
is mandatory upon him to issue an Order to Show Cause 
and follow the same with a eJudgment against Sundback 
under the conditions of the instant case. However, while 
IRair might not be prejudiced so far as the final outcome 
of the present Interference is concerned with respect to the 
matter of priority, yet Blair may be prejudiced and 
15 would probably be prejudiced by the presence of 
Sundback in an Interference, where he has no stand¬ 
ing whatsoever under the express ])r()visions of Rule 114. 
By being permitted to remain in an Interference in which 
Sundback cannot possi])ly hope to win a judgment as to 
priority, he is retained therein merely by sutferance, and 
has the op])()rtunily of taking testimony, cross-examining 
his opponent’s witnesses, ])rolonging the Interference, and 
adding to the cost thereof and obtaining information to 
which he has no more right than someone not a ])arty to 
the Interference. Blair therefor is prejudiced to a very 
material extent by the presence of Sundback in the Inter¬ 
ference, when one considers all the possibilities that may 
arise due to his continuance in the Interference. Sund- 
hack ivould not he prejudiced hif an Order to Show Cause 
and subsequent judqnient aqainst him where he is not in a 
position to prove prioritif over the senior party Prentice. 

(XXXV) That Sundback cannot prove priority over 
Prentice on the prim a faeie showing on Sundback’s pre¬ 
liminary statement; that there is no provision in the Rules 
and in the Practice governing Interferences by which Sund¬ 
back should be permitted to remain in the Interference; 
that Sundhack cannot he prejudiced hy taking away from 
him that whieh he is not entitled to have. 
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(XXXVl) That there is nothing- in Rule 114 to preclude 
a junior party from seeking the enforcement of the Rule, 
because the Rule says “if any party thereto other than the 
senior party”, and there is nothing in the Rule nor in the 
Practice of the Patent Office to preclude a junior party 
from seeking the enforcement of Rule 114 by way of a 
Motion for Judgment. As a matter of fact, this is the 
only way that a party to an Interference can i)roperly call 
to the attention of the Commissioner of Patents any error 
or mistake which has been made in the setting up or in the 
conduct of an Interference. Blair therefore is en- 


1() tirely within his rights in seeking the elimination of 
the })arty Sundback when it amounts merely to the 
following of Rule 114 by the Examiner of Interferences. 

(XXXVll) That Prentice came into the field, and com- 
])leted his invention by filing his application nearly two 
months j)rior to any activity or apparent interest on the 
part of Sundback in the invention, so that Sundback’s Pre- 
liminarv Statement commits him to a lack of diligence 
which the authorities unanimouslv recognize as fatal to anv 
chance that he might overcome Prentice’s tiling date. In 
other words the prima facie showings made by Sundback 
and Prentice, disclose such an utter lack of diligence on 


the jiart of Sundback as to preclude the possibility of a 
Judgment in favor of Sundback over Prentice. 

(XXXVIII) That Sundback’s alleged conception prior to 
Prentice, but disclaims a prior date as to everything else 
reciuired by this Rule. Ilis first drawings, first written de¬ 
scription, and first disclosure were made nearly two months 
after Prentice filed. That Sundback’s Preliminarv State- 
ment shows that he made no model or actual reduction to 


])ractice, and no fasteners were ever built, sold or put into 
successful use bv him. That Your Petitioner is not aware 


of nor can he conceive of any case where conception has 
been or can be shown without drawings, written descrip¬ 
tion, models or disclosure. Tf there is any other way in 
which conception can be shown then Rule 110 should re- 
cpiire the setting up of such means in the Preliminary State¬ 
ment, and in the present case the party Sundback should 
be called upon for a statement as to what means he is 
going to employ to prove his alleged date of conception. 
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Siindl)ack, by liis express Disclaimer of drawings, de- 
17 scription and disclosure, until a date several months 
after Prentice filed, and by his Disclaimer of ever 
making a model or fastener, has a])solutely closed the door 
to any showing to support or prove his alleged conce])tion 
dale, and as the bare, unsupported statement of concep¬ 
tion is not acceptable as sufficient proof—See Peters vs. 
Hopkins vs. Dement where it is held: 

“While an inventor mav testifv to this fact of invention 

• « 

for the purpose of establishing priority over another, the 
]iolicy of the law does not permit it to be taken as estab¬ 
lished l)y his unsupported testimony “— 

it is difficult to understand how Sundback’s Preliminary 
Statement can be considered to overcome Prentice’s prima 
facie case. 

(XXXTX) That looking at the matter in another way, 
and assuming that Sundback has proved his alleged date 
of conception, there is still another question to be con¬ 
sidered. The filing of Prentice’s Application established 
the completion of the invention by Prentice at his filing 
date. No other proof of this fact is necessary. Sundback, 
on the other hand, by his own statement, concedes that 
he had nothing whatever excepting the bare conce])tion of 
the invention until his constructive reduction to practice 
by filing his application on August 22, 1924, nearly four 
months after Prentice filed. He had done nothing what¬ 
ever of a tangible nature to complete the process of making 
the invention, and his alleged invention was not a complete 
accomplishment until then. That as stated in General Elec¬ 
tric Co. vs. De Forest Radio Corp., 17 F 2nd, page 101: 

“Everv invention contains two elements; 

1. All idea conceived by the inventor; 

2. An application of that idea to the production of a 
jiractical result. 

Neither of these elements is alone sufficient. An unap¬ 
plied idea is not an invention. • • • An invention 

therefore does not exist until the generated idea has been 
reduced to practice, the second element of the inventive 
act.” 
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18 That on llio face of Sniulhack’s Preliminary State¬ 
ment, liis invention did not exist until some time 

after l^rentice had fully completed his as evidenced by the 
tiling of his application on April 28, 1924. Assuming that 
Snndhack can actually prove the date of conception as al¬ 
leged, his ])reliminary statement is insufficient to overcome 
the prima facie case made out by Prentice’s tiling date. 

(XL) That the conduct of resiiondent complained of is 
a matter of large i)ublic concern, involving, as it does the 
integritv, validitv and binding effect of the Interference 
Rules of the Patent Office u])on respondent and other offi¬ 
cials whose duty it is to observe and enforce them; that 
there is nothing whatsoever in Sundback’s Pleading i. e., 
his Preliminary Statement, on which he may take testi¬ 
mony that could in any j)ossible manner jirove his alleged 
date of conce])tion; that the ap])lication of Rule 114 de¬ 
pends upon the sufficiency of what is actually alleged in the 
junior party’s preliminary statement and not upon what it 
may be assumed that he might be able to prove; that there¬ 
fore respondent has no authority for assuming that Sund- 
back has something outside of his Preliminarv Statement 
whereby he may be able to ])rove his alleged date of con¬ 
ception, and furthermore respondent has no authority to 
continue the party Sundback in this Interference merely 
for the ])ur])ose of giving him an opportunity to take his 
testimonv on something entirelv outside of his Preliminarv 
Statement in an etTort to prove his alleged date of concep¬ 
tion. 

(XLI) That the respondent has refused and continues 
to refuse to render judgment or enter an order against the 
])arty Sundback, as required under Rule 114, though re- 
(piested so to do; that the continued presence of the party 
Sundback in the present Interference is prejudicial 

19 to petitioner’s legal rights vested in him by the Rules 
of Practice of the United States Patent Office made 

in accordance with the Laws of the United States relating 
to the granting of Letters Patent for inventions; and that 
Petitioner is entirelg without redress or remedg in the 
premises^ unless this TJonorahle Court hy its Writ of Man¬ 
damus shall interpose in Petitioners behalf. 

Wherefore Your Petitioner prays that a Writ of Man¬ 
damus may be issued by this Honorable Court, to the said 
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respondent, Thomas E. Robertson, Commissioner of Pat¬ 
ents, commanding him to notify or to direct the Examiner 
of Interferences to notify the party Sundback that judgment 
upon the record will be rendered against him unless cause 
be shown why such action should not be taken, because his 
Preliminary Statement fails to overcome the prima facie 
case made by the filing date of the senior party Prentice. 
[seal.] MISHAWAKA RUBBER & WOOLEN 

CO., 

FREDERICK G. EBERHART, 

Vice-President, 

State of Indiana, 

County of Saint Joseph, ss: 

Frederick G. Eberhart being duly sworn, deposes and 
savs that he is Vice-President of the Mishawaka Rubber 
and Woolen Manufacturing Company, the petitioner above 
named; that ho has read the foregoing petition by him 
signed for and on behalf of the said Mishawaka Rubber and 
Woolen ^Manufacturing Company, and knows the contents 
thereof; that the statements therein contained are 
20 true of his own knowledge, except as to those matters 
therein stated to be on information and belief, and 
as to such matters he verily believes it to be true. 

FREDERICK G. EBERHART, 

Vice-President. 

Subscribed and sworn to before me this 1 day of Sep¬ 
tember, 1927. 

[seal.] E. L. sawyers. 

Notary Public. 

My Commission Expires July 13, 1931. 
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‘‘Exhibit A.” 

In the United States Patent Office. 
Interferrence No. 54,548. 
George W. Blair 


V. 

Arthur II. Trotter, 


V. 

Gideon Sundback, 


V. 

George E. Prentice. 

Preliminary Statement of George W. Blair. 

George W. Blair, of Mishawaka, in the County of Saint 
Joseph and State of Indiana, being duly sworn doth depose 
and say that he is a party to the interference declared by 
the Commissioner of Patents November 8, 1926, between the 
application of George W. Blair for Quick Operating Fast¬ 
ener, filed December 22, 1924, Serial No. 757,321, and the 
application of Arthur H. Trotter for Fastening Device, and 
the application of Gideon Sundback for Helical Separable 
Fastener, and the application of George E. Prentice 
21 for Interlocking Fastener Construction; that he con¬ 
ceived the invention set forth in the declaration of 
interference on or about December 1, 1923; that on or about 
December 1,1923, he first explained the invention to others; 
that he first made specimens embodying the invention on or 
about April 1,1924; that he first made sketches or drawings 
of the invention on or before October 16,1924; that he made 
no written description of the invention except that of his 
patent application; that the invention was used in October 
1924 on overshoes, galoshes or arctics made and put out by 
affiant’s assignee and since said latter date this affiant’s 
assignee has continued to use said invention on overshoes, 
galoshes or arctics to the extent of over two hundred thou¬ 
sand pairs. 

(Signed) GEORGE W. BLAIR. 
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Subscribed and sworn to before me this 7 day of De¬ 
cember, 1926. 

(Signed) E. L. SAWYER. 

Rubber-stamped: My Commission expires July 13, 1927. 
(Notarial seal stamped thereon.) 

In the United States Patent Office. 

Interference No. 54,548. 

George W. Blair 


V. 

Arthur II. Trotter 

V. 

Gideon Sundback 

V. 

George E. Prentice. 

Amended Preliminary Statement of George W. Blair, 

I George W. Blair, of Mishawaka, in the County of Saint 
Joseph, and State of Indiana, being duly sworn doth depose 
and say that he is a party to the interference declared by 
the Commissioner of Patents November 8, 1926, 
22 between the application of George W. Blair for Quick 
Operating Fastener, filed December 22,1924, Ser. No. 
757,321, and the application of Arthur H. Trotter for Fast¬ 
ening Device, and the application of Gideon Sundback for 
Helical Separable Fastener, and the application of George 
E. Prentice for Interlocking Fastener Construction; that 
he conceived the invention set forth in the declaration of in¬ 
terference on or about December 1, 1923; that on or about 
December 1,1923, he first explained the invention to others; 
that he first made an operative fastener embodying the in¬ 
vention which was completed and first successfully operated 
on or about April 1, 1924; that he first made sketches or 
drawings of the invention on or about October 16,1924; that 
he made no written description of the invention except that 
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of Ills patent application; that the invention was used in 
October 1924 on overshoes, galoshes or arctics made and 
put out by affiant’s assignee and since said latter date this 
affiant ^s assignee has continued to use said invention on 
overshoes, galoshes or arctics to teh extent of over two 
hundred thousand pairs. 

(Signed) GEORGE W. BLAIR. 

Subscribed and sworn to before me this 29 day of De¬ 
cember, 1926. 

(Signed) E. L. SAWYER, 

Notary Public. 

Rubber-stamped: ^ly commission expires July 13, 1927. 

(Notarial seal stamped thereon.) 

23 “Exhibit B.” 

In the United States Patent Office. 

Interference No. 54,548. 

Before the Examiner of Interferences. 

Trotter 


V. 

Blair 


V. 

SUNDBACK 

V. 

Prentice. 

Preliminary Statement of Arthur 11. Trotter. 

State of New York, 

County of Onondaga, ss: 

Arthur H. Trotter, being duly sworn, deposes and says 
that he is a party to the above entitled Interference declared 
by the Commissioner of Patents November 8, 1926, between 
his application for patent for Fastening Device, filed Sep- 
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toml)er 15, 1925, Serial Xo. 56,448, and applications for 
])atcnt filed, respectively, by George W. Blair, Gideon Sund- 
back and George E. Prentice. 

Deponent further says that he conceived and reduced to 
practice the invention set forth in the Declaration of Inter¬ 
ference in the neighborhood of December 1, 1924; that he 
first disclosed the invention to others in the neighborhood 
of Dec. 1, 1924; that he made no drawings or written de¬ 
scription exce])t brief sketches and notes when he explained 
the invention to others in the neighborhood of Dec. 1, 1924; 
that he has not placed the invention in use to any extent. 

(Signed) ARTHUR H. TROTTER. 


Subscribed and sworn to before me this 11th Day of 
December. 

(Signed) DELLA FERNSDORF, 

Notary Public. 


(Seal)—not stamped— 
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United States Patent Office. 

In Interference # 54,548. 

Arthur H. Trotter 

V. 

George W. Blair 

V. 

George E. Prentice 

V. 

Gideon Sundback. 

Preliminary Statement. 

State of Pennsylvania, 

County of Crawford, ss: 

Gideon Sundback, being duly sworn deposes and says: 
that he is the inventor whose application SN733,488 on Heli¬ 
cal Separable Fastener, filed August 22,1924, is involved in 
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of his patent application; that the invention was used in 
October 1924 on overshoes, galoshes or arctics made and 
put out by affiant’s assignee and since said latter date this 
affiant’s assignee has continued to use said invention on 
overshoes, galoshes or arctics to teh extent of over two 
hundred thousand pairs. 

(Signed) GEORGE W. BLAIR. 

Subscribed and sworn to before me this 29 day of De¬ 
cember, 1926. 

(Signed) E. L. SAWYER, 

Notary Public. 

Rubber-stamped: IVIy commission expires July 13, 1927. 

(Notarial seal stamped thereon.) 

23 “Exhibit B.” 

In the United States Patent Office. 

Interference No. 54,548. 

Before the Examiner of Interferences. 

Trotter 


V. 

Blair 


V. 

SuNDBACK 

V. 

Prentice. 

Preliminary Statement of Arthur TI. Trotter. 

State of New York, 

County of Onondaga, ss: 

Arthur H. Trotter, being duly sworn, deposes and says 
that he is a party to the above entitled Interference declared 
by the Commissioner of Patents November 8, 1926, between 
his application for patent for Fastening Device, filed Sep- 
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teml)er 15, 1925, Serial No. 56,448, and applications for 
patent filed, respectively, by George W. Blair, Gideon Sund- 
back and George E. Prentice. 

Deponent further says that he conceived and reduced to 
practice the invention set forth in the Declaration of Inter¬ 
ference in the neighborhood of December 1, 1924; that he 
first disclosed the invention to others in the neighborhood 
of Dec. 1, 1924; that he made no drawings or written de¬ 
scription exce])t brief sketches and notes when he explained 
the invention to others in the neighborhood of Dec. 1, 1924; 
that he has not placed the invention in use to any extent. 

(Signed) ARTHUR H. TROTTER. 


Subscribed and sworn to before me this 11th Day of 
December. 

(Signed) DELLA FERNSDORF, 

Notary Public. 


(Seal)—not stamped— 
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United States Patent Office. 

In Interference # 54,548. 

Arthur II. Trotter 

V. 

George W. Blair 

V. 

George E. Prentice 

V. 

Giheon Sundback. 

Preliminary Statement. 

State of Pennsylvania, 

County of Crawford^ ss: 

Gideon Sundback, being duly sworn deposes and says: 
that he is the inventor whose application SN733,488 on Heli¬ 
cal Separable Fastener, filed August 22,1924, is involved in 
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the above interference; that he conceived the invention of 
tlie three counts in the issue corresponding^ to claims 35, 
30 and 37 inclusive of Iiis above application on or about 
February 22, 1922; that he made the first drawing June 17, 
1924; that he made the first written description thereof on 
or about June 18, 1924; that he first disclosed it to others 
on or about June 17, 1924; tliat he has not reduced the in¬ 
vention to practice other than by the filing of this appli¬ 
cation ; and no fasteners embodying the counts of this inven¬ 
tion have been built, sold or put into successful use. 

(Signed) GIDEON SUNDBACK. 

25 Sworn to and subscribed before me this 29th day 

of November, 1926. 

(Signed) Mrs. MABEL E. GROFF, 

Notary Public, 

Rublier-stainped: My commission expires end of next 
session of senate. 

(Notarial seal stamped thereon.) 

“Exhibit D.” 

In the United States Patent Office. 

Interference No. 54,548. 

George W. Blair 

v. 

Arthur H. Trotter 

V. 

Gideon Sundback 

V. 

George E. Prentice. 

Preliminary Statement of George E, Prentice, 

State of Connecticut, 

County of Jlartfordy ss: 

George E. Prentice of Berlin, in the County of Hart¬ 
ford and State of Connecticut, being duly sworn doth de¬ 
pose and say; 
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That he is a party to the interference declared by the 
Commissioner of Patents on November 8, 1926, between 
said George E. Prentice’s application for Letters Patent 
for an Interlocking Fastener Construction, filed April 28, 
1924, Serial No. 709,643, and applications filed by George 
W. Blair, for Quick Operating Fastener; Arthur H. Trot¬ 
ter, for Fastening Device; and Gideon Sundback, 
26 for Separable Fastener, respectively; 

That he conceived the invention set forth in the 
declaration of interference on or about the 12th day of 
April, 1923 at which time he first made drawings of the 
invention; 

That he made no written description of the invention 
prior to the preparation of his said application; 

That on or about the 161h day of April, 1923 he first 
explained the invention to others; 

That he first embodied his invention in a fnll-sized op¬ 
erative fastener which was completed and first success¬ 
fully operated about the 17th day of April, 1923 at New 
Britain, Connecticut; 

And that he has since continued to use the same and has 
manufactured and sold others for use on a commercial 
scale in large quantities. 

(Signed) GEOBGE E. PRENTICE. 

Subscribed and sworn to before me this 15th day of Nov. 
1926. 

(Signed) R. C. LEGAT, 

Notary Public, 

(Notarial seal stamped thereon.) 
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27 “Exhibit E.” 

Department of Commerce, United States Patent OtTice, 

Washington 

M.C.V. 

(trailing Stamp of Jan. dl, 1927.) 

Interference Xo. 54,548. 

Trotter 

V. 

Blair 

V. 

SUNDBACK 

V. 

Prentice. 

It has come to the attention of the Examiner of Inter¬ 
ferences that an order to show cause slionld liave lieen is¬ 
sued against the party Trotter in the office action of Jan¬ 
uary 7, 1927. In view of tliis fact the said action is vacated 
and the following substituted therefor. 

The motion period as to all of the parties is set to ex¬ 
pire March 2, 1927. The preliminary statements of Blair, 
Sundback and Prentice are approved. 

The date of conception of the invention in issue alleged 
in the preliminary statement of Trotter, a junior party, 
being subsequent to the filing dates of Sundback, also a 
junior party, and Prentice, the senior party, notice is hereby 
given that judgment on the record will be entered against 
said Trotter, unless he shall within thirty days show good 
and sufficient cause why such action should not be taken. 

The dates of filing and serial numbers of the respective 
applications are as follows: 

Arthur Halsey Trotter filed Sept. 15, 1925, No. 56,- 
448; 

George W. Blair filed Dec. 22, 1924, No. 757,321; 

Gideon Sundback filed Aug. 22, 1924, No. 733,488; 

George E. Prentice filed April 28, 1924; No. 709,603. 


(Signed) 


H. I. HOUSTON, 
Examiner of Interferences, 
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Ill the United States Patent Office 
Interference No. 54,548. 

Trotter 

vs. 

Blair 

vs. 

SUNDBACK 

vs. 

Prentice. 

Motion for Judgment on the Record Against Sundhack, 

Now comes the party Blair, by his Attorney of Record, 
and moves for judgment on the record against the party 
Sundback on tlie following grounds: 

First, that Sundback’s preliminary statement does not 
overcome the filing date of the party Prentice; and 

Second, that Sundback’s delay between his alleged date 
of conception February 22, 1922 and his date of drawings 
and explanation to others June 17, 1924 is such as he may 
not avail himself of any alleged date of conception prior 
to the time that he took any steps which evidenced his in¬ 
terest in his invention or intention to go ahead with the 
invention or make any claims to it as by drawings, ex¬ 
planation to others or written description. 

It is understood that the Patent Office finds its authorit> 
in Peters v. Hopkins v. Dement 34 App. D. C., 141, C. D. 
1910, Page 278, for declaring an Interference where the 
alleged date of conception only is prior to the filing date of 
the senior party, but it is respectfully subnaitted that the 
present case differs from this authority in the fact that no 
date of written description was included in the Peters pre¬ 
liminary statement and no date of written description was 
required at the time of the Peters application. In this con¬ 
nection, the Court of Appeals said; 
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29 ‘‘Tlie one first to conceive an invention is iin- 

cloiibtedly entitled to the patent therefor if he be in 
the exercise of dili£*:once in ]n‘osecntin^ and reducing the 
same to ])ractice at the time of the entry of a rival inventor 
in the field. This earlier conception is a matter of fact and 
must be established by sufficient ])roof. While an inventor 
may testify to this fact of invention for, the purpose of 
establishing priority over another, the policy of the law 
does not permit it to be taken as established by his unsup¬ 
ported testimony.’’ 

“It is quite true that this supporting evidence musi or- 
dinarilv consist of disclosures of the invention as con- 
ceived, to others. Such disclosures may be in writing, or 

mav be made orallv and with or without the aid of sketches 

» % 

or models. If iu writing or through sketches or models, 
the same must l)e proved in some satisfactory manner, and 
if oral only, the party to whom the disclosure is made, or 
some other person, who may have overheard it, must be 
able to reproduce it with reasonable certainty. As ad¬ 
mitted, however, by the Commissioner, in his opinion, here¬ 
tofore quoted, there may be cases in which conception can 
be established by other means than the disclosures referred 
to. For example: An inventor might write a comjilete 
description of his invention and deposit the same in a sealed 
packet with another person for safe keeping, without 
making any disclosure of the contents. The production 
of the packet with proof of the date of the receipt would be 
sufficient evidence of the existence of the conception on 
that date.” 


From the foregoing quotation, it is quite apparent that 
the Court recognized the fact that Peters might prove his 
date of conception by a written description sealed and de¬ 
posited with someone for safe keeping, but in the instant 
case, this form of proof is not available to Sundback, for 
the reason that Sundback’s alleged date of written descrip¬ 
tion is June 18, 1924 subsequent to the filing date of the 
Prentice application. 

The requirement for the date of a written description of 
the invention to be set forth in the preliminary statement 
came into existence subsequent to the decision in question, 
and perhaps was brought about by reason of this decision. 
In any event Sundback cannot prove his date of conception 
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by the date of any written description which he 
30 might produce, and as a date of conception can be 
proved only })y some kind of a disclosure of the in¬ 
vention to others, Snndback is absolntelv without means for 
proving the date of conception because each of his other 
dates is about two years and four months subsequent to 
his alleged date of conce])tion and also subsequent to the 
tiling date of the Prentice application. 

AVith resi)ect to the second ground of the Motion, the 
one first to conceive an invention is undoubtedlv entitled to 
the patent therefor if he be in the exercise of diligence 
in prosecuting and reducing the same to practice at the 
time of the entry of a rival inventor in the field, as stated 
by the Court in that portion of the decision above quoted. 
In the instant case, Prentice filed April 28, 1924, and the 
first tangible thing appearing in Snndback’s preliminary 
statement is his explanation to others and drawings of 
June 17, 1924 some two months subsequent to the filing 
date of the party Prentice, wherefore it is believed that 
Snndback is barred by lack of diligence, as between his 
alleged date of conception and his alleged date of explana¬ 
tion and drawings, to avail himself of any alleged date of 
conce])tion prior to June 17, 1924 for the reason that Pren¬ 
tice had entered the field long prior to any tangible thing 
alleged to have been done by Snndback. 

It is respectfully submitted that judgment on the record 
should be rendered against the party Snndback. 

Respectfully submitted, 

(Signed) EUGENE M. GILES. 
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31 “Exhibit G.“ 

Department of Commerce, United States Patent Office 

Washington 

(Date-Stamp of Patent Office: Jiin. 6, 1927.) 
Interference No. 54,548. 

Trotter 

V. 

Blair 


V. 

SUNDBACK 

V. 

Prentice. 

Whereas Trotter, a junior party, lias failed to make any 
showing why judgment on the record should not be entered 
against him, in view of the fact that the date alleged in his 
preliminary statement for conception of the invention in 
issue is subsequent to the filing dates of Sundback, a junior 
party, and Prentice, the senior party, and whereas the time 
allowed for such showing has expired, pursuant to the 
notice of January 31, 1927, it is hereby adjudged that 
Arthur Halsev Trotter is not the first inventor of the sub- 
ject matter in issue. 

Limit of appeal: June 27, 1927. 

(Signed) H. I. HOUSTON, 

Examiner of Interferences, 
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Paper No. 25 

Department of Commerce, United States Patent Ottice, 

Washington. 

(Stamp of Patent Office: June 20, 1927.) 
Interference No. 54,548. 


Blair 

V. 

SUNDBACK 

V. 

Prentice. 


Tliis case comes up on a motion lironglit by the party 
Blair for judgment on the record against the party Sund- 
back. The motion is based on the ground that the pre¬ 
liminary statement of Sundback contains no allegation 
save that of conception as of a date prior to the filing 
date of the senior party Prentice. The moving party seeks 
to distinguish this case from that of Peters v. Hojikins and 
Dement, 1910 C. D., 278; 150 0. G., 1004; 34 App. D. C., 
141. 


At the time the case of Peters v. Ho])kins and Dement, 
sujyra, was decided. Rule 110 contained no requirement as 
to an allegation concerning drawings of tlie invention, nor 
first written description. The Court of Appeals, in re¬ 
versing the decision of the Commissioner, suggested a 
party might prove conception of the invention without an 
actual disclosure by means of a written description which 
had been placed in the custody of some party without dis¬ 
closure to him prior to the filing date of the rival inventor. 
However, after suggesting this example case, in which con¬ 
ception might be proved without disclosure the Court said: 


33 Other conditions more or less probable might be 
imagined. In view of such possibilities, and bearing 
in mind that the one first to conceive an invention is, under 
reasonable conditions, the particular object of the bounty 
of the law authorizing the granting of patents, we are of 
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the opinion tliat the ruling* of the Commissioner in this case 
is too strict a construction of Rule 114. 

It is therefore held that this case is not clearly distin¬ 
guished from that of Peters v. Hopkins and Dement, supra, 
and therefore the motion for judgment is denied. 

A further reason for denying the motion arises from the 
fact that the party Blair, who brings this motion, has a 
tiling date subsequent to that of Sundback. As the record 
now stands, Sundback is a prior inventor to Blaii* (See 
Rule IIG). The Examiner of Interferences is without 
authority to render a judgment based on any other ground 
than that of j)riority, and such priority must be as to the 
contesting parties. IMair is not entitled to an award of 
jiriority based on the strength of some third ]nirty’s case. 
Such a situation must be dealt with under Rule 122, or 
Rule 12t). While the earlier tiling date of Prentice might 
l)ar an award of priority to Sundback, it is held that this is 
not a matter which Blair may urge in sup])ort of an 
award in his (Blair’s) favor. Motion is therefore denied 
for this reason. 

(Signed) 11. I. HOUSTON, 

Hxa miner of Inierfe ren ees . 


34 “Exhibit I.” 

In the United States Patent Office. 

h>eforc the Hon. Commissioner of Patents in Person. 

Interference No. 54,548. 

Trotter 

vs. 

Blair 

vs. 

Sundback 

vs. 

Prentice. 

Petition hy Blair Invoking Supervisory Authority of the 

Commissioner of Patents, 

Now comes the party Blair, by his attorney, and peti¬ 
tions for a review and a reversal of the decision of the Ex¬ 
aminer of Interferences denying Blair’s Motion for Judg- 
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meiit on the Record against Sundback, showing in support 
thereof the following: 

The Senior Party Prentice hied April 28, 1924. The 
only date in Sundback’s Preliminary Shatement which is 
l)rior to the Senior Party’s filing date is the Allegation of 
Conception February 22, 1922. 

Blair, a party Junior to Sundback, moved for Judgment 
on the Record against the party Sundback on the ground 
that Sundback’s Statement does not overcome the tiling date 
of the Senior Party Prentice, and requested that Judgment 
on the Record be rendered against Sundback in accordance 


w4h Rule 114 which requires the Examiner of Interferences 
to notify a Junior Party that Judgment upon the Record 
will be rendered against him if his Preliminarv Statement 
fails to overcome the hling date of the Senior Party. 

Blair also moved that Sundback’s delay between his al¬ 
leged date of conception, February 22, 1922, and his 
.‘15 date of drawings and explanation to others, June 17, 
1924, is such that he may not avail himself of any 
alleged date of conception prior to the time that he took any 
steps which evidenced his interest in his invention or inten¬ 
tion to go ahead with the invention or make any claims to 
it as by drawings, explanation to others or written descrip¬ 
tion. 

The party Blair set forth the di(Terence between the pres¬ 
ent case and that of Peters vs. Hopkins vs. Dement, 34 
A])]). D. C., 141, C. D. 1910, Page 278, wherein Peters 
made no allegation as to any written description and the 
Court held that conception might be established liy written 
descrij)tion sealed and de])osited with another ])erson for 
safe-kee])ing without disclosure of the contents, and that 
production of the sealed description with ])roof of the 
date of the receipt would be sufficient evidence of the exist¬ 
ence of the conception on that date. 

The Examiner of Interferences held that the present 
case is not clearly distinguished from that of Peters vs. 
Hopkins vs. Dement, apparently because the Court said: 


“Other conditions more or less favorable might be 
imagined.” 

In the decision referred to, the date of conception set 
forth by Peters was prior to the filing date of the Senior 
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Party Dement, while the alleged date of drawings, and dis¬ 
closure were each subsequent to the filing date of the Senior 
party Dement. At the time of Peter’s Interference, the 
Hides of the Patent Office did not require any Allegation 
as to the date of the tirst written description. As Peters 
did not allege, in his Preliminary Statement, a date of writ¬ 
ten descrijition, he was in a position to introduce in evi¬ 
dence a written description in the manner suggested by the 
Court if such a written description existed. In the pres¬ 
ent case the party Sundback has alleged the making 
3G of his tirst written description more than two months 
subseipient to the tiling date of Prentice, and his ex- 
j)lanation to others and also drawings are two months sub- 
seipient to the filing date of Prentice. Inasmuch as con¬ 
ception can be proved only by explanation to others, draw¬ 
ings or a written description, Sundback is absolutely with¬ 
out material to prove his conception. Blair’s position is 
that under the provisions of Hide 114, the Kxaminer of In¬ 
terferences should have issued an Order to Show Cause 
against the party Sundback. As the Examiner did not fol¬ 
low the Hule, the party Blair called his attention to the 
Hide through a Motion for Judgment against Sundback. 

The Examiner denied Blair’s Motion for Judgment be¬ 
cause Blair, the moving party, had a filing date subsequent 
to that of Sundback. It is respectfully submitted that Hule 
114 states, “if any party thereto other than the Senior 
Party, fail to file a Statement, or if his Statement fail to 
overcome the prima facie case made by the respective dates 
of application”. There is nothing in the Hule, nor in any 
other Hule, nor in any Practice of the Patent Office with 
which Counsel is familiar, that precludes a Junior Party 
from requesting the Examiner of Interferences to proceed 
in accordance with Hule 114 and issue an Order to Show 
Cause against one of the parties, other than the Senior 
Party, where the filing date of the Senior Party is not over¬ 
come by the Preliminary Statement of the party against 
whom the Motion is directed. It is therefore of no im¬ 
portance that Blair’s filing date is subsequent to the filing 
date of Sundback. 

The Examiner of Interferences also held that he was 
without authority to render judgment on any other ground 
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than tliat of priority, and that such priority must be 
37 as to the contesting parties, and further held that 
Blair was not entitled to an award of priority based 
on the strength of the case of Prentice. Now it is respect¬ 
fully submitted that the Examiner is in error, because Rule 
114 gives him, and him alone, the authority to issue an 
Order to Show Cause against Sundback because Sund- 
back’s Preliminary Statement fails to overcome the filing 
dale of Prentice. Blair is not asking merely for an award 
of priority as between himself and Sundback, but is direct¬ 
ing the attention of the Examiner to his plain duty, under 
Rule 114, to issue an Order to Show Cause against Sundback 
on the ground that the conditions of the present Interfer¬ 
ence are exactly in accord with Rule 114. Any party to 
an Interference has the right to invoke Rule 114 for the 
elimination of any Junior Party if such Junior Party comes 
within the terms and intent of the Rule. The Examiner of 
Interferences has already evidenced his authority under 
Rule 114 by his Order to Show Cause issued against Trot¬ 
ter. Blair believes and is seeking to show that Sundback 
comes within the Rule, and if Blair is correct in his con¬ 
tention, then the authority exists in the Examiner of In¬ 
terferences, and he should proceed under the Rule against 
Sundback. 

The Examiner further held that it is not a matter which 


Blair may urge in support of an award in his (Blair’s) 
favor. If Rule 114 means anything, then the present situ¬ 
ation is a matter which Blair may urge as a duty incum¬ 
bent upon the Examiner as provided for by Rule 114. 

The Examiner of Interferences did not render any deci¬ 
sion on the second ground of Blair’s Motion, which goes 
to the delay between Sundback’s alleged date of concep¬ 
tion, February 22, 1922, and his alleged date of explana¬ 
tion to others, drawings and written description, June 17, 
1924. Prentice came into the field, and explained to others, 
made drawings and successful operation twelve 
38 months prior to Sundback’s date of explanation, 
drawings and written description, so that Sund¬ 
back’s Preliminary Statement commits him to a lack 
of diligence which the authorities unanimously recognize 
as fatal to any chance that he might overcome Prentice’s 
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filing date. In other words the prima facie showings made 
by Sundback and Prentice, disclose such an utter lack of 
diligence on the part of Sundback as to preclude the pos¬ 
sibility of a Judgment in favor of Sundback over Prentice. 

In recapitulation, it is respectfully submitted that Sund¬ 
back, in keeping with the present requirement of Rule 110, 
alleged conception prior to Prentice, but disclaims a prior 
date as to everything else required by this Rule. His first 
drawings, first written description, and first disclosure were 
made nearly two months after Prentice filed. Sundback 
made no model or actual reduction to practice, and no 
fasteners were ever built, sold or put into successful use 
by him. Counsel for Blair is not aware of nor can he con¬ 
ceive of any case where conception has been or can be 
shown without drawings, written description, models or 
disclosure. If there is any other way in which conception 
can be shown then Rule 110 should require the setting up 
of such means in the Preliminary Statement, and in the 
present case the party Sundback should be called upon for 
a statement as to what means he is going to employ to 
prove his alleged date of conception. Sundback, by his 
express Disclaimer of drawings, description and disclo¬ 
sure, until a date several months after Prentice filed, and 
by his Disclaimer of ever making a model or fastener, has 
absolutely closed the door to any showing to support or 
prove his alleged conception date, and as the bare unsup¬ 
ported statement of conception is not acceptable as suf¬ 
ficient proof—See Peters vs. Hopkins vs. Dement where it 
is held: 

39 “While an inventor may testify to this fact of 
invention for the purpose of establishing priority 
over another, the policy of the law does not permit it to 
be taken as established by his unsupported testimony.’’ 

It is difficult to understand how Sundback’s Preliminary 
Statement can be considered to overcome Prentice’s prima 
facie case. 

Looking at the matter in another way, and assuming 
that Sundback has proved his alleged date of conception, 
there is still another question to be considered. The 
filing of Prentice’s Application established the completion 
of the invention by Prentice at his filing date. No other 


T. E. ROBERTSON, COMMR. OF PATENTS. 


35 


proof of this fact is necessary. Sundback, on the other 
hand, by his own statement, concedes that he had nothing 
whatever excepting the bare conception of the invention 
until his constructive reduction to practice by filing his 
application on August 22, 1924, nearly four months after 
Prentice filed. He had done nothing whatever of a tangible 
nature to complete the process of making the invention, 
and his alleged invention was not a complete accomplish¬ 
ment until then. 

As stated in General Electric Co. vs. De Forest Radio 
Corp. 17 F. 2nd, page 101: 

‘‘p]very invention contains two elements: 

1. An idea conceived by tlie inventor; 

2. An a[)plication of that idea to the production of a 
practical result. 

Neither of these elements is alone sufficient. An unap¬ 
plied idea is not an invention. * * * invention 

therefore does not exist until the generated idea has been 
reduced to practice, the second element of the inventive 
act.^’ 

On the face of Sundback’s Preliminary Statement, his 
invention did not exist until some time after Prentice had 
fully completed his as evidenced by the filing of his ap¬ 
plication on April 28, 1924. Assuming therefore that Sund¬ 
back can actually prove the date of conception as alleged, 
his preliminary statement seems to be insufficient to 
40 overcome the prima facie case made out by Pren¬ 
tice’s filing date. 

Wherefore your Petitioner respectfully prays that the 
decision of the Examiner of Interferences be reversed, 
and further that he be directed to issue an Order to Show 
Cause against the party Sundback on the ground that his 
Preliminary Statement does not overcome the filing date 
of the Senior Party Prentice as required by Rule 114. 

An Oral Hearing of this Petition is respectfully re¬ 
quested. 

Respectfully submitted, 

(Signed) SHEPARD & SHEPARD, 

Associate Attorneys, 

Washington, D. C., July 11 ,1927. 
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‘‘Exhibit J.’’ 

J. R. S. 

Department of Commerce, United States Patent Office, 

Washington. 

July 27, 1927. 

In re Interference No. 54,548. 

Blair 


V. 

SUNDBACK 


V. 


Prentice. 
Fastening Device. 
Petition. 


The party Blair petitions for a review and reversal, 
under the supervisory authority of the Commissioner, of 
the decision of the examiner of interferences denying his 
motion for judgment on the record against the party Sund- 
back. 

Blair’s application was filed later than Sundback’s and 
Blair’s motion was based on the ground that Sundback 
alleged only conception prior to the tiling date of Prentice 
and that the first dates alleged for making a drawing, writ¬ 
ten description and disclosure to others were all subsequent 
to Prentice’s filing date. 

The questions raised by this petition rest largely within 
the discretion of the examiner of interferences and his 
action will not be reviewed except where abuse of that 
discretion is shown. 

41 The examiner of interferences was of the opinion 
that this case was not so clearly differentiated from 
the ruling of the 34 App. D. C., 141, as to justify the action 
asked for. He furthermore noted that the party Blair was 
asking, not for judgment in his favor, but for a judgment 
against the party Sundback who is senior to Blair. 
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It is not perceived in Avliat wa}" Blair is prejudiced by not 
issuing- an order to show cause against Sundback and ren- 
doi-ing judgment against him, even if Blair’s contention is 
right. Blair can not prevail unless he establishes priority 
over Prentice, the senior ])aiiv, and it is not seen wliy he 
should be permitted to attempt at this time to have the 
])arty Sundback eliminated from the interference. 

The petition is denied. 

(Signed) W.M. A. KTNNAN, 

Acting Commissioner. 

Messrs. Shepard & Shepard, Washington Loan & Trust 
Bldg., Washington, D. C. 

Mr. Julian S. Wooster, 233 Broadway, New York, N. Y. 

Messrs. Roberts, Roberts & Cushman, 31 Milk St., Bos¬ 
ton, Mass. 

Rule to Show Cause. 

Filed September 6, 1927. 
******* 


Upon consideration of the Petition for ^landamns in 
tlie above-entitled Cause, it is, tliis Otli day of September, 
1927, ordered: 

Tliat the Respondent herein show cause on the — day 
of September, 1927, before tliis Court, why a Writ of 
Maudauuis should not issue as ])rayed in said Petition. 

Provided that a co])y of this order and of said Petition 
be served on the Resixuuhuit on or before the — day of 
_ 1927. 

WENDFLL P. STAFFORD 


Justice. 


12 Answer to Petition and Rule to Shotv Cause 

Filed September 29, 1927. 

****** ^ 

To the Honorable the Judges of the Supreme Court of 
the District of Columbia: 

In the absence of Thomas E. Roberston, Commissioner 
of Patents, respondent herein, William A. Kinnan, First 
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Assistant Commissioner of Patents, and now Acting Com¬ 
missioner, in response to the order to show cause why the 
writ of mandamus should not issue and in answer to pe¬ 
titioner’s ])etition says, on information and belief: 


(I) That he admits for the purpose of this suit peti¬ 
tioner’s allegation of paragraph I. 

(II) That he admits the allegation of y)aragraph 11 hut 
states that Thomas P. Kohertson is a legal resident of 
Chevy Chase, ^laryland. 

(III) That he has no knowledge that George W. Blair 
was the first inventor of the invention referred to in par¬ 
agraph TIT as that question is being determined in an in¬ 
terference proceeding in the Patent Office. 

(TV) That he admits that George W. Blair filed an ap¬ 
plication for patent as specified in paragraph TV and that 
it is designated as application. Serial No. 757,321. 

(V) (YT) (VTT) (VTTT) (TX) (X) (XT) (XTT) (XTTT) 
That he admits the allegations of paragraphs V, VT, VTT, 
VITT, TX, X, XT, XTT, and XITT. 

(XIV) That lie admits that the party Trotter has not 
filed an a])peal, as alleged in paragraph XTV. 

43 (XV) (XVI) (XVII) (XVllI) That /he admits 
the allegations of paragraphs XV, XVT, XVII and 


XVTIT. 

(XIX) That he has no knowledge as to the allegation 
made in ]>aragraph XTX. 

(XX) That he admits the requirement of Eule 110 to be 
as stated in paragraph XX. 

(XXT) That he admits the requirement of Rule 114 to 
be as stated in paragraph XXI. 

(XXII) That he admits that Rule 114 reads as stated, 
Init further, in answer, states that whether a party has 
overcome by the allegations of his preliminary statement 
the prima facie case made by the filing date of another 
party is a question to be determined by the officials of the 
Patent Office in the exercise of their judicial functions. 

(XXITI) That he admits the allegation of paragraph 
XXTII in so far as it states facts appearing from the rec¬ 
ord, but denies the conclusion that under these facts ‘^Sund- 
back’s preliminary statement does not overcome the prima 
facie case of the Prentice application.” 
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(XXIV) That he admits that the practice of the Patent 
Office under the circumstances referred to is covered by 
tlie ruling of llie Court of Appeals of the District of Co¬ 
lumbia in the case of Peters vs. Hopkins vs. Dement, 1910 
C. D., 278, 34 App. D. C., 141, but further answering he 
denies that the action taken in this case was in any wise 
contrary to the ruling made by the Court of A]>peals in the 
case cited. 

(XXV) That he admits the allegation of paragraph 
XXV as to what the Court held but denies that this was 
based solely on the ground that Peters could have availed 
himself of a written description.” 

44 (XXVI) That he admits that the Court of Appeals 
in its decision made the statement quoted in ])ara- 
graph XXVI, but, further answering, states that the Court 
in the case cited specifically ruled that where a party in his 
preliminary statement alleges a date of conce])tion prior 
to the filing date of another party he had overcome the 
])rima facie case made by the filing of the ap])lication of 
that other party and that a judgTnent of priority could not 
be rendered without giving the former party an oppor¬ 
tunity to take testimony. 

(XXVII) That he admits the allegations of paragraph 
XXVIr, but, further answering, states that whatever may 
have been the reason for amending Rule 110, in January, 
1916, it has no bearing whatever cn this case. 

(XXVITI) That he admits the allegations of fact in para¬ 
graph XXVIII but the conclusion and suppositions stated 
in the paragraph are not admitted to be correct, and 
respondent again alleges that the action complained of in 
this proceeding was taken exactly in accordance with the 
ruling of the Court of Appeals of the District of Columbia 
in the case of Peters et al., supra. 

(XXIX) That he admits that the decision of the Commis¬ 
sioner contains the statement quoted but denies that the 
examiner of interferences was without discretion in the 
matter involved herein. 

(XXX) (XXXI) (XXXII) That he denies that there 
has been any abuse of discretion of the examiner of inter¬ 
ferences, or the Commissioner of Patents, in the matter 
referred to and denies that it was obligatory upon him to 
issue the order to show cause against the party Sundback. 
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(XXXITI) Tilt he admits that llie decision of the Com¬ 
missioner contains tlie quoted statement but lie denies, 
however, that the party Blair is in any position to insist 
upon an order to show cause bein«: issued a^ijainst 

45 the ])arty Snndhack, whose filinii; date was prior to 
that of Blair’s. 

(XXXIV) That he denies that there was any error com¬ 
mitted in holding* that under the circumstances the ]iarty 
Blair is not ])rejndiced by the failure to render judgment 
against Snndback, and alleges that the ])arty Blair is in 
no ])osition to demand that such judgment on an order to 
show cause be issued at this time. 

(XXXV) Kespondent alleges that whether Snndback can 
prove priority over Prentice is a question to be determined 
when Snndback has an o])])ortunity to otTer testimony, and 
alleges that under the decision of the Court of Appeals in 
the Peters case he had no authority to issue the order to 
show cause or to eliminate the party Snndback from the 
interference at this time. 

(XXXVI) Bespondent denies that Blair is within his 
rights in attem])tiiig to enforce the elimination of the ])ar1y 
Snndback at this time. 

(XXXVIT) Kespondent alleges that the question of dili¬ 
gence is one that cannot be determined from the prelimi¬ 
nary statements alone. 

(XXXVITT) Respondent denies that the question of dili¬ 
gence or lack of diligence can be determined from the ])re- 
liminary statements, and alleges that where Snndback al¬ 
leged conception prior to Prentice’s filing date he is en¬ 
titled to have an opportunity to present testimony to estab¬ 
lish the fact alleged in his preliminary statement under 
the ruling of the Court of A])peals in the Peters case. 

(XXXTX) Respondent denies the conclusion sought to 
be drawn by the petitioner in this ])aragraph, and again 
alleges that the allegations of Snndback’s preliminary 
statement were not ‘^insufficient to overcome the prima 
facie case made out by Prentice’s filing date”, under the 
ruling in the Peters case. 

46 (XL) Respondent denies the allegation that the 
matter herein complained of is one of much public 

concern, and again alleges that the party Blair, having 
filed his application subsequent to that of Snndback, is in 
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no position to ask for or insist upon an order to show cause 
bein^ issued af>ainst Sundback in view of the filing of an 
application l)y a third party. 

(XLI) Kespondent admits that he lias refused and con¬ 
tinues to refuse to issue the order against the party Sund¬ 
back, but denies that the issuance of such an order is re- 
(jiiired by Kule 114, as that rule has been interpreted by 
the Court of Appeals. 'Respondent further denies that 
petitioner is without remedy other than the issuance of 
the writ of mandamus. 

And further answering, respondent avers that the ques¬ 
tion whether a party in liis i>reliminary statement fails to 
overcome a pr'nna facie case of a party senior to him is a 
matter for the discretion of the Commissioner in which he 
is obliged to use his .judgment and that his discretion 
in the matter is not subject to control by mandamus, and 
fnrtlier answering, resiiondent avers that petitioner has a 
full and adequate remedy by apjieal to the Court of Appeals 
of tlie District of Columliia after final decision on priority 
has been rendered in the Patent Office. 

And now having fully answered the petition respondent 
])rays that the rule to show cause against him be discharged 
and that the jietition be dismissed with reasonable costs 
to the I’espondent. 

W.M. A. KIXXAX, 

Actinq Commissioner of Patents. 

T. A. HOSTETLER, 
.Attorney for Respondent. 


47 District of Columbia, 

City of Washingtony ss: 

T, William A. Kinnan, being duly sworn, on oath depose 
and say that I am the First Assistant Commissioner of 
Patents, and at present Acting Commissioner of Patents; 
that 1 have read the foregoing answer by me subscribed and 
know the contents thereof; that the matter and things there¬ 
in stated of my own knowledge are true and those stated on 
information and belief I believe to be true. 

WM. A. KIXNAN. 
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Siibscril)ed and sworn to before me tliis 29th day of Sep¬ 
tember, 1927. 

[seal.] albert W. kaiser, 

Notary Public in and for tlte District of Columbia, 

My Comm, expires May 12,1928. 

Motion for Judgment. 

Filed October 4, 1927. 

And now comes the Petitioner, by Edward W. Shepard, 
its attorney; and 

Moves for a peremptory writ of mandamus against the 
respondent, notwithstanding the return of the respondent 
herein. ■ x 

EDWARD W. SHEPARD, 

Attorney for Petitioner. 

Washington, D. C. 

48 Supreme Court of tlie District of Columbia. 

Friday, Octol)er 27, 1927. 

Session resumed pursuant to adjournment: Mr. Justice 
Bailey, presiding. . .... 

«««#*** 

Come now the parties hereto, by their respective attor¬ 
neys of record, and tliereupon, the petitioner’s motion filed 
herein on the 4th day of October, 1927, for a Writ of Man¬ 
damus notwithstanding the return and answer herein, be¬ 
ing considered, after argument thereon, it is ordered that 
said motion be, and the same is hereby, overruled. Where¬ 
upon, the petitioner electing to stand upon the pleadings 
now before the Court, it is ordered that the Rule to show 
cause herein issued be, and the same is hereby, discharged, 
and that the petition herein be, and the same is hereby, dis¬ 
missed. 

Wherefore it is considered that the petitioner take noth¬ 
ing by this action, that respondent go hence without day be 
for nothing held, and recover of petitioner herein his costs 
of defense to be taxed by the Clerk and have execution 
thereof. 
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From the foregoing judgment the petitioner, by its at¬ 
torneys of record, in open Court notes an appeal to the 
Court of Appeals; whereupon the maximum of an under¬ 
taking for Costs to act as a supersedeas is hereby fixed in 
the amount of $100.00 with leave to deposit the sum of 
Fifty Dollars with the Clerk in lieu thereof. 

49 Monorand urn. 

October 31,1927. $50 deposited in lieu of bond on appeal. 

Assiffmncni.s of Error. 

Filed November 14, 1927. 
#*♦*#*# 


Now comes the Relator, Mishawaka Rubber and Woolen 
Manufacturing Company, by its Attorney, Fdward W. 
Shepard, and assigns as error for the purpose of this Ap¬ 
peal in the above entitled case the following: 

One: That the Court erred in denying the Motion for the 
issue of the Writ notwithstanding the answer; and 

Two: That the Court erred in dismissing the Petition 
for a writ. 

EDWARD W. SHEPARD, 

Attorneif for Relator. 

Receipt of the above Assignment of Error is acknow¬ 
ledged this 14 day of November, 1927. 

T. A. HOSTETLER, 

For the Commissioner of Patents^ 

Respondent. 


Designation of Record. 
Filed November 14, 1927. 


Tlie Petitioner, having perfected an appeal herein to the 
Court of Appeals of the District of Columbia on 
50 October 31, 1927, hereby requests the clerk of the 
Supreme Court of the District of Columbia to pre¬ 
pare, at Petitioner’s expense, a transcript of the record in 
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the al)ove entitled cause iiicliulin^’ each and every paper of 
record together with the Assii^nment of Errors and this 
desig^nation. 

EDWARD W. SHEPARD, 

Aftorncij for Appellant. 


Receipt of a copy of tlie above Designation of Record is 
acknowledged this 141 h dav of Xoveinber, 19‘J7. 

T. A. llOSTETi.ER, 

F(tr the C(t)n ntissioner of Pal oils, llcspondeitf. 
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Supreme (V>nrt of the District of (\)liiiiil)ia. 


United States of America, 

District of Columbia, ss: 

I. Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing pages 
numbered from 1 to 50 both inclusive, to be a true and 
correct transcrij)t of the record, according to directions of 
counsel herein tiled, copy of which is made part of this 
transcri])t, in cause Xo. 73912 at law, wherein United States 
ex relatione Mishawaka Rubber jind Woolen Manufacturing 
Com[)any is Petitioner and Thomas E. Robertson, Commis¬ 
sioner of Patents, is Respondent, as the same remains ui)on 
the tiles and record in said Court. 

In testimonv whereof, I hereunto subscribe mv name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 10th day of February, 1928. 

[Seal Supreme (\)urt of the District of Columbia. 1 

FRAXK E. CUXXIXGTIAM, 

Clerk. 


Endorsed on Cover: District of Columbia Supreme 
Court. Xo. 4722. U. S. ex rel. Mishawaka Rubber and 
Woolen Manufacturing Com])any, appellant, vs. Thomas 
E. Robertson, Commissioner of Patents. Court of Appeals, 
District of Columbia. Filed Feb. 15, 1928. Henry W. 
Hodges, clerk. 
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In the Court of Appeals of the District 

of Columbia 

October Term, 1928 
No. 4722 

United States ex rel. Mishawaka Rubber and 
Woolen Manufacturing Company, appellant 

V, 

Thomas E. Robertson, Commissioner of Patents, 

appellee 


BRIEF FOE THE COMMISSIONER OF PATENTS 

This is an appeal from the ruling of the Supreme 
Court of the District of Columbia dismissing ap¬ 
pellant’s motion for a Writ of Mandamus. 

STATEMENT OP THE CASE 

This suit involves an interference entitled Blair 
V. Sundback v. Prentice, in which Blair, appellant 
here, is junior party; Sundback is intermediate, 
and Prentice is the senior party. Sundback’s pre¬ 
liminary statement alleges a date of conception 
prior to the filing date of Prentice, but all the other 
dates of Sundback are subsequent to the filing date 

of Prentice, the senior party. 

11182—28 1 ( 1 ) 
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There was a late filed application of Trotter orig¬ 
inally involved in this interference. Every date al¬ 
leged by Trotter was subsequent to the Prentice 
and Sundback filing dates. Trotter was properly 
eliminated by an order to show cause so it is not 
necessary to consider that application. 

In the petition for mandamus appellant, assignee 
of Blair, the junior party, asks that an order to 
show cause be issued, by the Patent Office against 
Sundback, the intermediate party, because Sund¬ 
back’s alleged date of conception is the only date 
that is prior to the filing date of Prentice. A table 
of the relative dates are given on page 2 of appel¬ 
lant’s brief. 

ABGUMENT 

Appellant contends that Sundback will not be 
able to prove the date of conception set up in his 
preliminary statement, and to that extent asks the 
Patent Office to prejudge that Sundback will not 
be able to prove his case. 

Sundback alleges a date of conception more than 
two years prior to the Prentice filing date and more 
than one year prior to the conception date alleged 
by Prentice. Sundback’s alleged date of concep¬ 
tion is approximately one year and nine months 
earlier than the corresponding date alleged by 
appellant. 

When Blair brought his motion that judgment on 
the record against Sundback be entered, the Exami¬ 
ner of Interferences denied the motion (R. pp. 29, 
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30) on the ruling of this Court in Peters v. Hopkins 
and Dement, 34 App. D. C. 141; 1910 C. D. 278; 150 
O. G. 1044, from which he quotes the following: 

Other conditions more or less probable 
might be imagined. In view of such possi- 
bilitities, and bearing in mind that the one 
first to conceive an invention is, under reason¬ 
able conditions, the particular object of the 
bounty of the law authorizing the granting 
of patents, we are of the opinion that the 
ruling of the Commissioner in this case is 
too strict a construction of Rule 114. 


The Examiner of Interferences also gave a sec¬ 
ond reason (R. p. 30) as follows: 

r 

A further reason for denying the motion 
arises from the fact that the party Blair, who 
brings this motion, has a filing date subse¬ 
quent to that of Sundback. As the record 
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now stands, Sunback is a prior inventor to i 
Blair. (See Rule 116.) The Examiner of I 
Interferences is without authority to render 1 
a judgment based on any other ground than \ 
that of priority, and such priority must be \ 
as to the contesting parties. Blair Js«^ot \ 
entitled to an aw^ard of priority ba^d on I 
the~streiig{!tr'ofJ^me 

"BtlT!h^'Tittr^fion must be dealt with under 
\ Rule 122, or Rule 126. While the earlier 
filing date of Prentice might bar an award 
of priority to Sundback, it is held that this 
is not a matter which Blair may urge in sup¬ 
port of an award in his (Blair’s) favor. Mo¬ 
tion is therefore denied for this reason. 
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In response to a petition for review the Acting 
Commissioner sustained the action of the Examiner 
of Interferences. (R. pp. 36, 37.) 

It is true that since the Peters v. Hoplxhis end 
Dement decision, Rule 110, relating to the require¬ 
ments of a preliminary statement, has been 
amended to include the first making of a drawing 
and a wu'itten description. The decision, however, 
was not based alone on the possibility of a ika u’Tng 
UT a description as the court suggested: 

Other conditions more or less probable 
might be imagined. 

This quoted statement is equally applicable to 
interferences in which preliminary statements 
under amended Rule 110 have been filed. 

It is submitted that Rule 114 should be as lib¬ 
erally construed in this appeal as it was in the 
Peters-HopMns et al, case, in which this Court 
said: 

The rule of the Patent Office is analogous 
to the rule of the court, which, authorizes 
a summary judgment against a defendant in 
an action for debt, supported by affidavits, 
unless he shall file a sufficient affidavit of 
defense. In the enforcement of that rule it 
has been said that the truth of the facts in 
the affidavit must be assumed to be true, and 
that if the facts by any reasonable or fair 
construction will constitute a defense to the 
claim of the plaintiff, within the scope of the 
pleadings, it is the right of the party to have 
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his case regularly tried in due course of judi¬ 
cial investigation. 

In the case of Booth v. Arnold, 27 App. D. C., 
287-291, the Court quoted with approval from 
Strauss v. Henset, 7 App. D. C., 289-294, as follows: 

If the facts stated by the defendant, by 
any reasonable or fair construction, will 
constitute a. defense to the action or claim 
of the plaintiff, within the scope of the pleas 
pleaded, it is the absolute constitutional right 
of the defendant to have that defense regu¬ 
larly tried and determined in due course of 
judicial investigation. No rule, however 
beneficial it may be, * * * as means of 

preventing the use of sham or feigned de¬ 
fenses, or desirable for the expedition, of 
business, can deprive the defendant of this 
right. 

Appellant in his brief assumes that Sundback 
can not prove the date of conception alleged in his 
preliminary statement. Obviously no litigant 
should be denied his day in court upon the 
mere assumption that he can not prove his case, 
particularly in a case as here presented where his 
sworn statement of conception antedates the filing 
dates of both of his opposing parties, that is, ap¬ 
pellant who is junior to Sundback, and Prentice 
who is senior party. In fact Simdback alleges a 
date of conception earlier than any date alleged 
by any of the other parties. 

Appellant is in effect asking the Patent Office 
to read into Rule 110 a requirement that the pre- 


6 


liminary statement must make a showing of how 
or by what proofs an applicant will support his 
allegations. 

This appeal almost borders on the ridiculous in 
that the junior party is asking that the inter¬ 
mediate party, who is senior to him, be eliminated 
from the interference on the ground that the inter¬ 
mediate party’s dates alleged are not early enough. 

Furthermore, the question whether Sundback’s 
preliminary statement fails to overcome the prima 
facie case made out by the filing date of the senior 
party is a question to be determined by the Com¬ 
missioner of Patents in the exercise of his judicial 
fimctions and his discretion in the matter is not 
subject to control by writ of mandamus. The 
Peters-Hopkins case was a Patent Appeal and not 
a mandamus proceeding. 

CONCLUSION 

It is submitted that the decision of the Supreme 
Court of the District of Columbia overruling the 
motion for a Writ of Mandamus and dismissing 
the Rule to Show Cause is correct and should be 
affirmed. 

T. A. Hostetler^ 
Solicitor for the Patent Office, 

September 11,1928. 
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